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Allan Ginsburg et al. Group Art Unit: 3627 
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AMENDMENT/REPLY TRANSMITTAL LETTER 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Enclosed is a reply for the above-identified patent application. 
BO A Petition for Extension of Time is also enclosed. 

□ Terminal Disclaimer(s) and the □$65.00(2814) □$130.00(1814) fee per 

Disclaimer due under 37 C.F.R. § 1 .20(d) are also enclosed. 

|x| Also enclosed is/are Notice of Appeal and Response and Communication To The U.S. Patent and 
Trademark Office 



□ Small entity status is hereby claimed. 

□ Applicant(s) requests continued examination under 37 C.F.R. §1.114 and enclose the 
□ $395.00(2801) □$790.00(1801) fee due under 37 C.F.R. § 1.17(e). 

□ Applicant(s) requests that any previously unentered after final amendments not be entered. 
Continued examination is requested based on the enclosed documents identified above. 

□ Applicant(s) previously submitted 



on 

for which continued examination is requested. 

□ Applicant(s) requests suspension of action by the Office until at least , 

which does not exceed three months from the filing of this RCE, in accordance with 37 C.F.R. 

§ 1.103(c). The required fee under 37 C.F.R. § 1 .17(i) is enclosed. 

□ A Request for Entry and Consideration of Submission under 37 C.F.R. § 1 .129(a) (1809/2809) is also 
enclosed. 
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IEI No additional claim fee is required. 

□ An additional claim fee is required, and is calculated as shown below. 



AMENDED CLAIMS 




No. 
of Claims 


Highest No. 

of Claims 
Previously 

Paid For 


Extra Claims 


Rate 


Additional Fee 


Total Claims 




MINUS 


0 


x $50.00 (1202) = 


$0.00 


Independent Claims 




MINUS 


0 


x $200.00(1201) = 


$ 0.00 


If Amendment adds multiple dependent claims, add $360.00 (1203) 




Total Claim Amendment Fee 


$0.00 


□ Small Entity Status claimed - subtract 50% of Total Claim Amendment Fee 


$0.00 


TOTAL ADDITIONAL CLAIM FEE DUE FOR THIS AMENDMENT 


$0.00 



IEI A check in the amount of $ 1,520.00 is enclosed for the fee due. 

□ Charge to Deposit Account No. 02-4800. 

□ Charge to credit card. Form PTO-2038 is attached. 

The Director is hereby authorized to charge any appropriate fees under 37 C.F.R. §§ 1 .16, 1 .17, 
1 .20(d) and 1 .21 that may be required by this paper, and to credit any overpayment, to Deposit Account 
No. 02-4800. This paper is submitted in duplicate. 

Respectfully submitted, 

BURNS, DOANE, SWECKER & MATH IS, LLP. 

By ^SJL^UJJ— 

William N. Hughet U 
Date: May 13, 2005 Registration No. 44,481 
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In re Patent Application of 

Allan GINSBURG et al. 

Application No.: 10/045,089 

Filed: January 15, 2002 

For: INVENTORY AND REVENUE 
MAXIMIZATION METHOD AND 
SYSTEM 



Patent 

Attorney's Docket No. 033323-002 



ES PATENT AND TRADEMARK OFFICE 



EXPEDITED PROCEDURE 37 CFR 
§ 1.116 

Group Art Unit: 3627 
Examiner: James A. Kramer 
Confirmation No.: 1255 



RESPONSE AND COMMUNICATION TO 
THE U.S. PATENT AND TRADEMARK OFFICE 



Attn: Mail Stop AF 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

On February 14, 2005, a Response was timely filed with the U.S. Patent and 
Trademark Office in response to an Office Action dated November 15, 2004 in the 
above-captioned patent application. However, the Response was never forwarded 
to the Examiner, as confirmed with a May 6, 2005 telephone call to the Examiner 
and as confirmed through the PAIR system. 

The Applicants attach hereto a copy of the Response as filed February 14, 
2005 and respectfully request that the Response be entered and timely forwarded to 
the Examiner. Attached also please find a copy of the postcard as time-stamped by 
the Patent Office, evidencing the filing of the Response on February 14, 2005. 
Further, attached please find a printout from the Patent Office's PAIR system, dated 
May 13, 2005, showing the receipt of the incoming response as of February 14, 
2005. Copies of these three documents are also being sent by facsimile to the 
Examiner as courtesy copies, and the Applicants respectfully request an interview 
with the Examiner as early as possible to discuss the merits of the November 15, 
2004 Office Action and the February 14, 2005 Response. 
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A Notice of Appeal is being filed concurrently herein to avoid abandonment of 
the present application and to preserve the Applicants' rights to continue prosecution 
of the present application. The filing of the Notice of Appeal is being accompanied 
by a petition for a three month extension of time and a corresponding fee. 

The Applicants respectfully submit that the Response was timely filed within 
the three month shortened statutory period and that the Response failed to reach the 
Examiner through an omission by the Patent Office. Accordingly, the Applicants 
respectfully request that the rule against considering any submission following the 
filing of a Notice of Appeal be waived herein. Applicants further respectfully request 
the 3 month period during which the February 14, 2005 was lost at the Patent Office 
be restored or restarted to enable the Applicants and the Examiner the opportunity to 
discuss the present rejection in light of the February 14, 2005 Response. 

Summary 

It is submitted that none of the documents, either taken alone or in 
combination, teach the claimed invention. Thus, claims 1-21 are deemed to be in a 
condition suitable for allowance. Reconsideration of the claims and an early Notice 
of Allowance are earnestly solicited. If any fees are required in connection with this 
Amendment, please charge the same to our Deposit Account No. 02-4800. 

Respectfully submitted, 

Burns, Doane, Swecker & Mathis, L.L.P. 



Date: May 13. 2005 




William N. Hugfiet 
Registration No. 44,481 



P.O. Box 1404 

Alexandria, Virginia 22313-1404 
Telephone: (703) 836-6620 
Facsimile: (703)836-2021 
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S No additional claim fee is required. 

□ An additional claim fee is required, and is calculated as shown below. 



AMENDED CLAIMS 




No. 
of Claims 


Highest No. 

of Claims 
Previously 

Paid For 


Extra Claims 


Rate 


Additional Fee 


Total Claims 


21 


MINUS 21 = 


0 


x $50.00 (1202) = 


$0.00 


Independent Claims 


8 


MINUS 8 = 


0 


x $200.00(1201) = 


$0.00 


If Amendment adds multiple dependent claims, add $360.00 (1203) 




Total Claim Amendment Fee 


$0.00 


□ Small Entity Status claimed - subtract 50% of Total Claim Amendment Fee 


$0.00 


TOTAL ADDITIONAL CLAIM FEE DUE FOR THIS AMENDMENT 


$0.00 



□ A check in the amount of is enclosed for the fee due. 

□ Charge to Deposit Account No. 02-4800. 

□ Charge to credit card. Form PTO-2038 is attached. 

The Director is hereby authorized to charge any appropriate fees under 37 C.F.R. §§ 1.16, 1.17, 
1 .20(d) and 1 .21 that may be required by this paper, and to credit any overpayment, to Deposit Account 
No. 02-4800. This paper is submitted in duplicate. 

Respectfully submitted, 

BURNS, DOANE, SWECKER & MATHIS, L.L.P. 



P.O. Box 1404 

Alexandria, Virginia 22313-1404 /yi 
(703)836-6620 B Y ^A^^^ 





William N. Hughe^ 
Date: February 14, 2005 Registration No. 44,481 
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IITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of 



Allan GINSBURG et al. 

Application No.: 10/045,089 

Filed: January 15, 2002 

For: INVENTORY AND REVENUE 
MAXIMIZATION METHOD AND 
SYSTEM 



EXPEDITED PROCEDURE 37 CFR 
§1.116 

Group Art Unit: 3627 

Examiner: James A. Kramer 

Confirmation No.: 1255 



RESPONSE 

Attn: Mail Stop AF 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

This is in response to the Office Action dated November 15, 2004, having a 
period for response set to expire February 15, 2005. The following remarks are 
respectfully submitted, and reconsideration of the claims is respectfully requested. 
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REMARKS 

In the Office Action, claims 1 - 21 were noted as pending in the application, 
and all claims were rejected. By this response, no claims have been amended, 
added, or canceled. Thus, claims 1-21 are pending in the application. The 
rejections of the Office Action are traversed below. 

Rejection of Claims 1-11 under 35 USC S102 

On pages 2 - 3 of the Office Action, claims 1-11 were rejected under 35 USC 
§102 as being anticipated by U.S. Patent 6,195,646 to Grosh et al. This rejection is 
respectfully traversed. 

The Grosch et al. Patent 

Grosch et al. discloses a valuation and pricing system for determining the 
price of information-related products according to one or more pricing models 
(Grosch et al. at abstract; Col. 2, lines 61 - 67). The seller selects a pricing model for 
governing the pricing of the information product (Col. 2, lines 62 - 64; Col. 6, lines 24 
- 27). The selected pricing model considers one or more dimensions associated with 
the information product for valuing and determining the price of the product (Col. 3, 
lines 59 - 63; Col. 6, lines 21 - 23). The selected pricing model result is a price quote 
for the product being desired to be purchased by a buyer (Col. 2, lines 64 - 67; Col. 
7, lines 15 -26). 

The Claimed Invention is Patentablv Distinguishable Over Grosch et al. 

The Applicants' claimed invention is directed to a system and process for 
inventory management. In particular, and reciting the features of claim 1, there is 
claimed an inventory management system, including: 

a performance measurement system for measuring performance of a medium 
in which units of inventory are used; 

a revenue maximization system which determines a price for said units based 
on predetermined pricing considerations; 
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a central information storage system for receiving information from said 
performance measurement system and revenue maximization system to generate 
scenarios wherein various combinations of units are grouped together to meet a 
buyer's criteria; and 

a scenario planner to display the various scenarios generated by the central 
information storage system. 

The claimed system not only determines a price for the inventory units but 
also receives customer requirements to generate scenarios to meet a buyer's criteria 
and displays the generated scenarios along with pricing to the buyer. The Grosch et 
al. patent has been relied upon by the Office Action to allegedly anticipate each and 
every feature recited in claim 1 . The Applicants respectfully assert that the Office 
Action's reliance on the Grosch et al. document is misplaced. First, the Grosch et al. 
system is directed toward determining price quotes of specific, existing products 
based on seller-selected pricing models (Grosch et al. at Col. 2, lines 62 - 67; Col. 7, 
lines 28 - 32; Col. 8, lines 22 - 26; Col. 13, lines 16-17). In contrast, the present 
claimed invention not only determines a price for inventory units but also displays 
pricing according to scenarios that have been generated to meet a buyer's criteria, 
wherein the generated scenarios are the products, in the form of combinations of 
inventory units, being offered to the buyer (see specification at least at paragraphs 
13 - 14). The Office Action has asserted on page 4 that the Grosch et al. scenarios 
are the pricing models of Grosch et al. However, the Grosch et al. pricing models 
are selected solely by the seller and are configured to include information product- 
related characteristics or seller-related criteria, not customer-related requirements 
(Grosch et al. at Col. 3, line 59 - Col. 6, line 13; see specification at paragraph 14). 
The pricing models of Grosch et al. are not generated such that various 
combinations of units are grouped together to meet a buyer's criteria, as recited in 
claim 1 . Nor are the pricing models of Grosch et al. displayed to the buyer, as also 
recited in claim 1 (see specification at paragraph 29). By the Office Action's own 
admission, Grosch et al. fails to disclose the scenarios as they are defined, 
disclosed, and recited herein. 
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It is respectfully submitted that Grosch et al. fails to disclose each of the 
features recited in claim 1; and, therefore, Grosch et al. cannot reasonably be said to 
anticipate Applicants' claimed invention. Accordingly, claim 1 is believed to be 
patentably distinguishable over the Grosch et al. document, and it is respectfully 
requested that the rejection of claim 1 be withdrawn. 

Claims 2-7 depend from claim 1 and include all the features of claim 1 plus 
additional features which are not taught or suggested by the Grosch et al. document. 
For example, claim 3 specifies that the predetermined pricing considerations include 
at least three considerations selected from the group consisting of total number of 
unsold units, category of buyer attempting to purchase said units, the buyer's history 
in purchasing similar units, and budget of a seller of the units, which is neither taught 
nor suggested by Grosch et al. As discussed above regarding claim 1 , the focus of 
the Grosch et al. pricing system is from the perspective of the seller. Accordingly, 
Grosch et al. is expressly silent as regards the category of the buyer and the buyer's 
purchasing history. Therefore, for at least this reason and the reasons set forth 
above with respect to claim 1 , it is submitted that claims 2-7 patentably distinguish 
over the Grosch et al. document, and withdrawal of the rejection of claims 2 - 7 is 
respectfully requested. 

Independent claims 8 and 1 1 further recite features which are not disclosed 
by the Grosch et al. document. For example, claims 8 and 1 1 also recite generating 
scenarios based on buyer criteria. As discussed above with respect to claim 1 , 
Grosch et al. fails to disclose any such features. 

It is respectfully submitted that Grosch et al. fails to disclose each of the 
features recited in claims 8 and 1 1 ; and, therefore, Grosch et al. cannot reasonably 
be said to anticipate Applicants' claimed invention. Accordingly, claims 8 and 1 1 are 
believed to be patentably distinguishable over the Grosch et al. document, and it is 
respectfully requested that the rejection of claims 8 and 1 1 be withdrawn. 

Claims 9-10 depend from claim 8 and include all the features of claim 8 plus 
additional features which are not taught or suggested by the Grosch et al. document. 
Therefore, for at least this reason and the reasons set forth above with respect to 
claim 8, it is submitted that claims 9-10 patentably distinguish over the Grosch et al. 
document, and withdrawal of the rejection of claims 9 - 10 is respectfully requested. 
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Rejection of Claims 12- 21 under 35 USC §102 

On pages 3 - 4 of the Office Action, claims 12-21 were rejected under 35 
USC §102 as being anticipated by U.S. Patent 5,724,521 to Dedrick. This rejection 
is respectfully traversed. 

The Dedrick Patent 

Dedrick discloses an apparatus and method for creating and providing 
electronic advertisements to end user consumers (Dedrick at abstract; Col. 1, lines 
63 - 65; Col. 4, lines 3-4). A publisher/advertiser is provided software tools for 
creating and for storing advertisements on a content database (Col. 4, lines 3-10). 
A user profile/characteristics database is built and maintained to permit the 
publisher/advertiser to target desired consumers (Col. 3, lines 29 - 54; Col. 7, lines 
16 - 28). A consumer scale is generated that represents the value that particular 
advertisements are to the advertiser in terms of the characteristics of the consumers 
who will access the advertisements (Col. 4, lines 59 - 64). The consumer scale 
provides a mechanism for determining the pricing of the advertisement to the 
advertiser (Col. 5, lines 14 - 20). 

The Claimed Invention is Patentablv Distinguishable Over Dedrick 

The Applicants' claimed invention is directed to an advertisement inventory 
management system. In particular, and reciting the features of claim 12, there is 
claimed an inventory management system, including: 

a performance measurement system for measuring performance of a medium 
selected from a group consisting of radio, television, print, in which units of 
advertisements are used; 

a revenue maximization system which determines a price for said advertising 
units based on predetermined pricing considerations; 

a central information storage system for receiving information from said 
performance measurement system and revenue maximization system to generate 
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scenarios wherein various combinations of advertisements units are grouped 
together to meet a buyer's criteria; and 

a scenario planner to display the various scenarios generated by the central 
information storage system to a prospective buyer of advertising units. 

The claimed system not only determines a price for the advertisement units 
but also receives customer requirements to generate scenarios to meet a buyer's 
criteria and displays the generated scenarios along with pricing to the buyer. The 
Dedrick patent has been relied upon by the Office Action to allegedly anticipate each 
and every feature recited in claim 12. The Applicants respectfully assert that the 
Office Action's reliance on the Dedrick document is misplaced. Among the features 
recited in claim 12 are "a revenue maximization system which determines a price for 
said advertising units based on predetermined pricing considerations" and "a central 
information storage system ... to generate scenarios wherein various combinations 
of advertisements units are grouped together to meet a buyer's criteria." In contrast 
to the automatic pricing and scenario generation system recited in claim 12, Dedrick 
is directed toward an electronic advertisement system wherein advertisers can 
create their own electronic advertisements and can direct those advertisements to be 
delivered to consumers who closely match an advertiser-determined consumer scale 
(Col. 4, lines 3 - 43; Col. 4, line 59 - Col. 5, line 29). The Office Action cites to Col. 5, 
lines 30 - 55 of Dedrick as allegedly disclosing the generation and display of 
scenarios based on a buyer's criteria, as recited in claim 12. However, the cited 
portion of Dedrick is completely silent regarding the automatic generation and 
display of scenarios based on a buyer's criteria, with the scenarios of the present 
invention being defined in at least paragraph 14 as being the products, in the form of 
combinations of advertisements units, being offered to the buyer of the 
advertisements. In contrast, Dedrick at Col. 5 discloses the advertiser selecting the 
degree of match which must be met for the advertiser to pay a particular fee for 
accessing the users that are profiled on and accessible through a given metering 
server (see Dedrick at Col. 5, lines 36 - 42). The variable being presented to Dedrick 
at Col. 5 is not the various combinations of grouped advertisements units, as recited 
in claim 12, but instead the degree to which the consumers accessible through a 



Attorney's Docket No. 033323-002 
Application No. 10/045.089 

Page 7 



metering server match the advertiser's consumer profile criteria. Based on this 
degree of match, the advertiser is able to decide whether it is willing to pay the fee 
charged by the metering server (Dedrick at Col. 5, lines 14-16 and 39 and 42). This 
cited portion of Dedrick is consistent with the object of the Dedrick system, which is 
providing a system for delivering advertiser-created advertisements to end users 
according to a consumer best-fit pricing method (see Dedrick at abstract; Col. 1 , 
lines 63 - 65), and not the present system for generating scenarios wherein various 
combinations of advertisements units are grouped together to meet a buyer's criteria 
and displaying the generated scenarios to the buyer of the advertising units. 

It is respectfully submitted that Dedrick fails to disclose each of the features 
recited in claim 12; and, therefore, Dedrick cannot reasonably be said to anticipate 
Applicants' claimed invention. Accordingly, claim 12 is believed to be patentably 
distinguishable over the Dedrick document, and it is respectfully requested that the 
rejection of claim 1 be withdrawn. 

Claims 13-18 depend from claim 12 and include all the features of claim 12 
plus additional features which are not taught or suggested by the Dedrick document. 
For example, claim 14 specifies that the predetermined pricing considerations 
includes at least three considerations selected from the group consisting of total 
number of unsold advertisement units, category of buyer attempting to purchase said 
advertisement units, the category of buyer attempting to purchase the advertisement 
units, the buyer's history in purchasing similar advertisement units, and budget of a 
seller of the advertisement units, which is neither taught nor suggested by Dedrick 
Therefore, for at least this reason and the reasons set forth above with respect to 
claim 12, it is submitted that claims 13-18 patentably distinguish over the Dedrick 
document, and withdrawal of the rejection of claims 13 - 18 is respectfully requested. 

Independent claim 19 further recites features which are not disclosed by the 
Dedrick document. For example, claim 1 9 also recites generating scenarios based 
on buyer criteria. As discussed above with respect to claim 12, Dedrick fails to 
disclose any such features. 

It is respectfully submitted that Dedrick fails to disclose each of the features 
recited in claim 19; and, therefore, Dedrick cannot reasonably be said to anticipate 
Applicants' claimed invention. Accordingly, claim 19 is believed to be patentably 
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distinguishable over the Dedrick document, and it is respectfully requested that the 
rejection of claim 19 be withdrawn. 

Claims 20 - 21 depend from claim 19 and include all the features of claim 19 
plus additional features which are not taught or suggested by the Dedrick document. 
Therefore, for at least this reason and the reasons set forth above with respect to 
claim 19, it is submitted that claims 20 - 21 patentably distinguish over the Dedrick 
document, and withdrawal of the rejection of claims 20 - 21 is respectfully requested. 



It is submitted that none of the documents, either taken alone or in 
combination, teach the claimed invention. Thus, claims 1-21 are deemed to be in a 
condition suitable for allowance. Reconsideration of the claims and an early Notice 
of Allowance are earnestly solicited. If any fees are required in connection with this 
Amendment, please charge the same to our Deposit Account No. 02-4800. 
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